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DETAILED ACTION 

1. Claims 1-18 are pending in this communication filed 03/29/07 entered as 
Response to Non-Final Action (Miscellaneous Communication). 

2. The IDS's filed 06/17/04, 08/19/03, and 04/16/01 have been reviewed, entered, 
and submitted with this communication. 

3. The Drawings filed 12/12/06 have been considered and entered. The drawings 
overcome the drawing objections and the drawing objections are hereby withdrawn. 

4. The objection to the abstract has been overcome by the amendment to the 
abstract and is hereby withdrawn. 

5. The 35 USC 112, second paragraph rejections for claims 1 and 7 are hereby 
withdrawn in view of Applicant's convincing arguments. 

Specification 

6. The Specification is objected to because Page 1 recites "serial no. filed 

February 13, 2001, titled "Method and Apparatus for an 

"serial no. 09/804,942 filed March 13, 2001, titled "Method and Apparatus for an 

The computer system states March 13, 2001 as the file date. Which month is correct? 

Is it February or March? 

Page 15 contains the acronyms "XML"; "HTTPS"; "POST"; and "API". Acronyms, for 
example should be written as follows: hypertext transfer protocol system (HTTPS). 
Correction is required. See MPEP § 608.01(b). 
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Claim Objections 

7. Claim 1 is objected to because of the following informalities: Claim 1 is objected 
to for being in the improper method claim format. Claim 1 to be in the proper method 
claim format should begin each claim limitation step an "ing" verb. The claim limitations 
should begin with "receiving from the automatic compliance engine a generating 
from the automatic compliance engine a plurality and distributing from the 
automatic compliance engine one or more of the task Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 1, 7, 12, and 15 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. It is unclear from the drawings and from reading the Specification where 
the claim limitations to the independent claims are discussed and shown in the drawing 
figure(s). 

Claim Rejections - 35 USC §112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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11. Claims 1, 2,4-7, 9-12, 14, 15, 17, and 1 8 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1, recites a plurality of tasks, ... comprising actions required to process the 
mortgage loan It is unclear what tasks and actions are required to process the 
mortgage loan. Claims 7, 11, 12, and 1 5 have a similar problem. Claims 2 and 1 2 
contain a "whereby" clause and claims 4-6, 9-10, 13, 14, 17 and 18 contain a "wherein" 
clause. See MPEP 21 1 .04 regarding "wherein" and "whereby" clauses. The 
determination of whether each of these clauses is a limitation in a claim depends 
on the specific facts of the case. In Hoffer v. Microsoft Corp., 405 F,3d 1326, 1329, 
74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that when a "whereby' clause 
states a condition that is material to patentability, it cannot be ignored in order to change 
the substance of the invention." Id. However, the court noted (quoting Mintoh v. Nat 'I 
Ass 'n of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614. 1620 (Fed. 
Cir. 2003)) that a "whereby clause in a method claim is not given weight when it simply 
expresses the intended result of a process step positively recited.'" Id.< 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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13. Claims 1-4, 7, 8, 10-12, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 5,61 1 ,052) Dykstra et al, hereafter Dykstra in view of (US 
6,709,095) Anderson et al, hereafter Anderson. 

Claim 1. Dykstra discloses, A computer implemented method for generation of a 
set of required procedures for processing a mortgage loan using an Internet based 
system having a client loan origination system electronically coupled to an automatic 
compliance engine, the method comprising the acts of: 
the automatic compliance engine receiving a request to process a mortgage 
loan from the client loan origination system (col. 4, lines 12-40 and Fig. 2A); 
the automatic compliance engine generating a plurality of tasks, the tasks comprising 
actions required to process the mortgage loan, including tasks required by applicable 
federal or state law (Fig.s 2A -2F); and the automatic compliance engine distributing 
one or more of the tasks to the client loan origination system (col. 3, line 33-col. 14, 
line 1 1 and Fig's 1-2A. Dykstra does not expressly disclose the plurality of tasks 
including tasks required by federal or state law. However, this is disclosed by 
Anderson as processing the mortgage loan application, and said application designed 
to be compiled with mortgage lending regulations (col. 10, lines 65-67 and Fig. 25). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to allow the mortgage processing method of Dykstra to include the feature 
of the requiring mortgage application process to be complied with the mortgage 
lending regulations to prevent illegal loan transactions. 

Claim 2. Dykstra discloses, The computer implemented method for automated 
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processing a mortgage loan of claim 1 comprising the additional act of the automatic 
compliance engine monitoring completion of the plurality of tasks whereby a report of 
completion of all required tasks can be generated (Fig. 2A- disclosed by Dykstra as 
generating a report when the loan process is completed). 

Claim 3. Dykstra discloses, The computer implemented method for automated 
processing of a mortgage loan of claim 1 comprising the additional act of the automatic 
compliance engine authenticating a person submitting the request to process a 
mortgage loan (Fig. 2A-2B). 

Claim 4. Dykstra discloses.The computer implemented method for automated 
processing of a mortgage loan of claim 1 wherein the plurality of tasks required to 
process the mortgage loan are based upon mortgage loan related laws and regulations 
comprising Federal, State, local and professional regulations and requirements and 
implementing instructions relating to mortgage loan processing is disclosed by Dykstra 
and modified by Anderson as processing a mortgage loan application, and said 
application is designed to be complied with mortgage lending regulations (See above 
claim 1). 

Claim 7. Dykstra discloses, An apparatus for automated processing of a 
mortgage loan comprising: an automatic compliance engine having logic mechanisms 
programmed to generate a plurality of tasks, the tasks comprising actions required to 
process the mortgage loan, including tasks required by applicable federal or state law 
(col. 4, lines 18-46); the automatic compliance engine coupled electronically to a client 
loan application; the automatic compliance engine having communications devices for 
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receiving a request to process a mortgage loan from the client loan application system; 
and the automatic compliance engine having additional logic mechanisms 
programmed to electronically distribute one or more of the tasks to the client loan 
application system (col. 3, line 35 -col. 5, 64 and col. 6, line 10-col. 7, line 48). 

Claim 8. Dykstra discloses, The apparatus of claim 7 further comprising 
electronic logic devices in the compliance engine programmed to monitor completion 
of the plurality of tasks and to generate a report of completion of all required tasks (Fig. 
2A). 

Claim 10. this dependent claim is rejected for the similar rationale as above for 
claim 1. 

Claim 1 1 , this independent claim is rejected for the similar rationale as above for 
claim 1. 

Claim 12, this independent claim is rejected for the similar rationale as above for 
claim 1 . Also, it is well known in the art of networks that networks have nodes or ports 
for connection purposes. 

Claim 14. this dependent claim is rejected for the similar rationale as given above 
for claims 1 and 4. 

Claim 15. this independent claim is rejected for the similar rationale as given 
above for claim 1 . 

Claim 16. this dependent claim is rejected for the similar rationale as given above 
for claims 1-4, 
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14. Claims 5, 6, 9, 13, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 5,61 1 ,052) Dykstra et al, hereafter Dykstra in view of (US 
6,709,095) Anderson et al, hereafter Anderson '095 as applied to claims 1-4 above, and 
further in view of US 2001/0018739) Anderson et al, here after Anderson 739. 
Claim 5. Dykstra and Anderson *095 failed to disclose. The computer 
implemented method for automated processing of a mortgage loan of claim 1 wherein 
the client loan origination system communicates with the automatic compliance engine 
using an XML format according to an application programming interface (API) 
controlled by the automatic compliance engine, Anderson '095 discloses, The 
computer implemented method for automated processing of a mortgage loan of claim 
1 wherein the client loan origination system communicates with the automatic 
compliance engine using an XML format according to an application programming 
interface (API) controlled by the automatic compliance engine (page 6, col. 1 [0059]- 
compliance; page 21 [0254] and [0255], page 12, col. 1 [0163 and col. 2 [0166]). The 
application programming interface (APIO for Anderson's check system can be used for 
mortgage loan origination. 

Claim 6. Dykstra and Anderson *095 failed to disclose, The computer 
implemented method for automated processing of a mortgage loan of claim 1 wherein 
the client loan origination system communicates with the automatic compliance 
engine using a web page developed for use with the automatic compliance engine. 
Anderson '095 discloses, The computer implemented method for automated 
processing of a mortgage loan of claim 1 wherein the client loan origination system 
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communicates with tine automatic compliance engine using a web page developed for 
use with the automatic compliance engine ([0145]). 

Claim 9. Dykstra discloses, The apparatus of claim 7 wherein the compliance 
engine communicates with the client loan application system using an XML format 
according to an API controlled by the compliance engine (col. 4, line 41 -col. 5, line 
12, and Fig.'s 1-2A). 

Claim 13. Dykstra and Anderson '095 failed to disclose, The network node of 
claim 12 wherein the mortgage loan processing server node provides a third 
mechanism to electronically communicate with the user node using an XML format for 
an API controlled by the mortgage loan processing server node. Anderson 739 
discloses, The network node of claim 12 wherein the mortgage loan processing 
server node provides a third mechanism to electronically communicate with the user 
node using an XML format for an API controlled by the mortgage loan processing 
server node (page 6, col. 1 [0059] -compliance, page 12, col. 1 [0163] and col. 2 
[0166], and page 21 [0254] and [0255]). The application programming interface (API) 
for Anderson's check system can be used for mortgage loan origination. 

ClaimlS. Dykstra and Anderson '095 failed to disclose, The computer program 
product of claim 15 wherein the communications with the client loan application 
comprises messages containing data in XML format. Anderson 739 discloses, The 
computer program product of claim 15 wherein the communications with the client 
loan application comprises messages containing data in XML format (page 5, col. 1 
[0050]-col. 2 [0053]). XML is a general purpose markup language because it allows 
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users to define their own tags and facilitates the sharing of data across different 
Information systems, particularly via the Internet. 



1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Monday, Wednesday, and Thursday, 
5:30AM-3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Inquiries 



June 21, 2007 



PRIMARY EXAMINER 




